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PROTECTION OF INDUSTRIAL PROPERTY RIGHTS

A counterfeit product has been discovered on an exhibition stand. What action should be taken?

Trade fairs and exhibitions are the main markets for innovations which
have often cost the exhibitor or inventor a great deal of time and money.
Apart from innovations, your current products may also be subject to
counterfeiting, product piracy and brand piracy which can have a very
bad effect on your own investments, turnover and profit and also ulti-
mately lead to job losses in your company.

LMS will help you to combat product and brand piracy (imitations,
counterfeit products) by issuing a Certificate of Priority for the inno-
vations you exhibit. You should defend yourself — but in good time!

Under German law, you have various industrial property rights in this
respect:. A patent protects technical inventions if they are new, involve
an inventive step and can be used commercially.

Commercially applicable technical innovations are protected as utility
models. New models and models based on an individual character are
protected as registered designs; the English word “design” has been
adopted into the German language in this case. The names of products
or services of a company, the company’s trading name and its logos can
be protected as trade marks which distinguish the company from other
firms.

Apart from a few exceptions, the decisive factors regarding the
protection of industrial property rights are their registration and their
chronological order. Exceptions primarily apply to unregistered com-
munity designs, to copyright to works of art, literature and science, to
the avoidable deceptive mark of origin under competition law and to
company names used in good time.

Patents, utility models, trade marks and registered designs can be
acquired by sending an application for registration to the

German Patent and Trade Mark Office:
Deutsches Patent- und Markenamt
Zweibrlickenstraf3e 12

80331 Miinchen (Germany)

Tel.: +49 89 2195-0

Fax: +49 89 2195-2221

info@dpma.de

www.dpma.de

You can find additional information, forms, fee tables, etc. on the home-
page of the German Patent and Trade Mark Office.

It is recommended that specialist lawyers be used to register industrial
property rights. These lawyers can also provide you with valuable
assistance in securing your rights and prosecuting trade mark and
product pirates.

LMS can recommend the following lawyers’ offices in Stuttgart, which
specialise in these areas:

Stumpf Patentanwiélte PartGmbB

Contact: Ms. Karin Stumpf, Mr. Dr. Holger Spachmann
Alte Weinsteige 73

70597 Stuttgart (Germany)

Tel.: +49 711 658381-0

Fax: +49 711 658381-55

stumpf@pat-ks.de

office@pat-ks.de

www.pat-ks.de

PFIZ/GAUSS

Patent lawyers

Contact: Mr. Dr. Thomas Pfiz
Tubinger StraBe 26

70178 Stuttgart (Germany)
Tel.: +49 711 187760

Fax: +49 711 187765
info@pfizgauss.de
www.pfizgauss.de

Raupach & Wollert-Elmendorff
Rechtsanwaltsgesellschaft mbH
LoffelstraBe 42

70597 Stuttgart (Germany)

Tel.: +49 711 66962-0

Fax: +49 711 66962-62
stuttgart@raupach.de
www.raupach.de

You can also obtain further information from:

Stuttgart Chamber of Lawyers:
Rechtsanwaltskammer Stuttgart
KénigstraBe 14

70173 Stuttgart (Germany)

Tel.: +49 711 222155-0

Fax: +49 711 222155-11
info@rak-stuttgart.de
www.rak-stuttgart.de

Chamber of Patent Lawyers:
Patentanwaltskammer

Tal 29

80331 Munchen (Germany)
Tel.: +49 89 242278-0

Fax: +49 89 242278-24
dpak@patentanwalt.de
www.patentanwalt.de

Useful information on this topic is also available from the Association
of the German Trade Fair Industry (AUMA) in the Internet at:
www.auma.de and German Customs at: www.zoll.de.

Issued industrial property rights also involve territorial protection to a
certain extent.

Conversely, this also naturally applies to a foreign country to which a
company may not export goods under its own trade mark if this trade
mark or a confusingly similar trade mark is already protected in that
country for another company.

Finally, it must be pointed out that protection exists even without a
patent, trade mark, utility model or registered design and that a right
may be infringed if, for example, an individual original design of a prod-
uct enjoys copyright protection as an original personal creation or a
non-registered European design. This also applies to plans, computer
programmes and similar objects. Comparable protection is available
under competition law if objects are imitated without any technical
need for the imitating design and if an avoidable deceptive mark of
origin and, thus, a danger of confusion are created.

Here at LMS, we can also provide you with a special service in the form
of temporary protection through so-called exhibition priority.

In this case we issue you, as an exhibitor, upon application with a so-
called Certificate of Priority to the effect that you exhibit certain prod-
ucts at one of our trade fairs or exhibitions. This application must be
submitted by you at the latest during the event, as it is mandatory that
we take a look at the product. With the exception of patents, this gives
you a time lead for the above-mentioned industrial property rights. You
can then finally apply for industrial property rights within a period of 6
months and enjoy a time lead from the date of issue of the Certificate
of Priority compared with those applicants who applied for industrial
property rights after the date of the exhibition.

You can obtain information on exhibition priority from:

Assistance Legal & Corporate Affairs
Landesmesse Stuttgart GmbH
Messepiazza 1

70629 Stuttgart (Germany)

Tel.: +49 711 18560-2184

Fax: +49 711 18560-2026
julia.erhardt@messe-stuttgart.de
www.messe-stuttgart.de



Here are some tips on how to deal with trade mark and product
pirates:

If you discover imitations or counterfeit products on an exhibition
stand, you should consider first of all that being right is not very helpful
if you cannot provide proof.

Your first step must therefore be to thoroughly document the counter-
feit products and imitations for evidence purposes, for example in the
form of photos, brochures and witness statements.

Extensive documentation may also be the only way to legally enforce
your rights. It is also always recommended that you have documenta-
tion of your own rights (certificates from the German Patent and Trade
Mark Office) to hand along with photos, drawings and descriptions of
your own product.

The first step to be taken against the imitator would be to issue a so-
called warning, i.e. a request — possibly also in writing — that the exhibitor
of the counterfeit product remove the illegally identified or imitated
product from public view as quickly as possible and to no longer display
or sell it. However, since even a successful warning does not represent
a secure means of preventing repetition at a different exhibition or even
the same exhibition at a different time or preventing the continued
commercial distribution of the product, it is recommended that a sim-
ple warning be replaced by a more stringent form, i.e. a warning with a
so-called declaration of discontinuance with a penalty clause. This dec-
laration must be signed by the imitator. The imitator is hereby obliged
to pay a certain sum as a contractual penalty for every case involving a
repeat infringement of industrial property rights. This contractual pen-
alty is enforced by a court. However, it is recommended that a lawyer/
patent lawyer be engaged at this point in time in order to correctly
formulate the wording of the declaration of discontinuance so that the
contractual penalty can be properly enforced in the event of any in-
fringement of industrial property rights.

If the imitator is not voluntarily prepared either to make a declaration of
discontinuance with a penalty clause or remove the counterfeit prod-
uct, the only possible remedy then is to take legal action to quickly
prevent any further infringements of industrial property rights.

An application for a temporary injunction may be made in this case to
the regional court responsible for the exhibition venue. In this case the
court prohibits the imitator from committing acts of infringement,
which must be described in exact terms. Exact documentation of one’s
own rights and documentation of the infringement by the imitator be-
come mandatory at the latest at this point in time. Due to the urgent
need to speed up the proceedings, an application for a temporary in-
junction will only be successful with evidence - for example photos, af-
fidavits from witnesses, plans, brochures, etc. - which proves to the
judge that industrial property rights have been infringed. By virtue of
law, a lawyer must be engaged for these proceedings. If the temporary
injunction is granted, action may be taken against the imitator in the
form of an administrative fine or, in an extreme case, by means of a
threat of arrest or the issue of an arrest warrant. The above-mentioned
lawyers can also be used for these summary legal proceedings.

Another effective legal remedy is border seizure. You can apply to the
customs authorities (LMS will be pleased to give you the name of the
contact person) to seize a product which has temporarily been import-
ed from a third country for a trade fair or exhibition if it infringes one of
your industrial property rights. In this case the exhibition of goods in-
fringing industrial property rights can therefore also be prohibited in
Germany and not just at the external borders of the European Union.

In addition to the LMS contact person, questions relating to customs
matters at trade fairs and exhibitions can be addressed to the Nurem-
berg Regional Financial Office (Central Department for Industrial
Property Rights):

Bundesfinanzdirektion Siidost
Zentralstelle Gewerblicher Rechtsschutz
SofienstraBe 6

80333 Minchen (Germany)

Tel.: +49 89 5995-2313

Fax: +49 89 5995-2317
zgr@ofdm.bfinv.de

www.zoll.de

Finally, it should also be mentioned that you should, in your own inter-
est, confirm the authenticity of exhibited products which you have not
manufactured. Even if you have unknowingly imported counterfeit
products and only exhibit them, you may be infringing existing indu-
strial property rights.
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Key to Markets Messe Stuttgart @

Certificate

Protection of utility models,

registered designs, copyright and trade marks
at trade fairs and exhibitions

It is hereby certified that the company / Mr. / Ms.

exhibited the product shown in the attached and stamped picture and description at

the trade fair held at the trade fairgrounds of Messe Stuttgart from to

Attached enclosures:

Pictures: pages / piece

Description: pages

Place, date (Company stamp and legally binding signature of applicant)

Stuttgart, (date) (Stamp and legally binding signature of Landesmesse Stuttgart GmbH)

Messe Stuttgart - Certificate - January 2020



